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rejection, and further in view of Spitler et al. (U.S. Patent No. 5,925,362). This rejection is 

respectfully traversed. 

It is respectfully submitted that there was no support within the meaning of 
Section 103 to permissibly combine Disis et al. with Spitler et al. and the other cited references 
in an attempt to establish obviousness. At the time of the subject invention, there was no 
teaching or suggestion or motivation in Disis et al. as discussed in detail above to combine the 
teachings of the prior art as attempted by the Office Action. Absent a teaching or suggestion or 
motivation that the combination be made, obviousness cannot be established under Section 103 
by such a combination. Therefore, the Patent Office has failed to established a prima facie case 

for obviousness under Section 103. 

Claim 1 (and therefore claims 7-9 and 11-12 which depend therefrom) recites in 
part "with an amino acid sequence native to a non-human source." Spitler et al. does not teach or 
suggest immunizing with an amino acid sequence native to a non-human source. Therefore, 
Spitler et al. taken alone does not establish aprima facie case for obviousness. 

As discussed above, there is no basis in the cited art for combining Spitler et al. 
with any of the other cited references. Even assuming, for the sake of argument, that it would be 
permissible to combine Spitler et al. with the other cited references, it is respectfully submitted 
that such a combination fails to establish a prima facie case for obviousness. Claim 1 (and 
therefore claims 7-9 and 11-12 which depend therefrom) is directed to a method involving 
human self tumor antigens. As described above, none of Dyrberg et al., Mamula, Fedoseyeva et 
al., or Mahi-Brown et al. provides any teaching regarding tumor related proteins. At the time of 
Applicants' invention, there was no reasonable expectation that one of ordinary skill in the art 
could successfully apply the non-tumor related teachings (of Dyrberg et al., Mamula, Fedoseyeva 
et al., or Mahi-Brown et al.) to the human self tumor antigens of Spitler et al. 

Accordingly, Applicants respectfully submit that the Patent Office has failed to 
establish aprima facie case for obviousness of the pending claims. 

Therefore, it is believed that this rejection of claims 1, 7-9, 11 and 12 under 
35 U.S.C. § 103(a) has been overcome. Withdrawal of this rejection is respectfully requested. 
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In the Office Action, claims 1, 7, 8, 11 and 12 were rejected under 35 U.S.C. 
§ 102(e) as unpatentable over Carson et al. (U.S. Patent No. 5,679,647). This rejection is 

respectfully traversed. 

As stated in numbered paragraph 7 at page 5 of the Office Action, the method 
disclosed by Carson et al. involves "administering a polynucleotide". In contrast, pending 
claim 1 recites, in part, immunizing "with a composition comprising a protein or portion 
thereof. Administration of a polynucleotide is not the same as with a protein or portion thereof. 
Accordingly, the pending claims cannot be considered to lack novelty over Carson et al. 

Therefore, it is believed that this rejection of claims 1, 7, 8, 11 and 12 under 35 
U.S.C. § 102(e) has been overcome. Withdrawal of this rejection is respectfully requested. 

Furthermore, not only is the subject matter of pending claims 1, 7-9 and 1 1-12 not 
taught by Carson et al, it is not suggested. Carson et al. focuses on the introduction of 
polynucleotides and the alleged advantages of administering polynucleotides, rather than the 
direct administration of proteins or peptides. Carson et al. does not teach or suggest that it would 
be advantageous to substitute proteins (or peptides) for polynucleotides in the immunization 
process. The reference taken as a whole provides no motivation to substitute proteins (or 
peptides) for polynucleotides in immunizations. 

Carson et al. cites to another Mamula et al. article (J. Immun. 152:1453-1461, 
1994), which is now formally made of record by way of the Supplemental Information 
Disclosure Statement submitted herewith. This Mamula et al. relates to generating B cell and 
T cell responses against U small nuclear ribonucleoproteins (snRNPs) in order to aid in the 
understanding of lupus autoimmunity. At pages 1455-1456, Mamula et al. teaches that T cell 
responses to self snRNPs are elicited by co-immunization with a mixture of foreign snRNPs and 
self snRNPs (page 1456, left column); however, immunization with foreign snRNPs alone elicits 
T cell responses to foreign snRNPs but not to self snRNPs (page 1455, left column, last 
paragraph). As set forth above, amended pending claim 1 (and thus dependent claims 7-9 and 
11-12) recites, in part, eliciting or enhancing a T cell response to a human self tumor antigen by 
immunization with a protein or portion thereof with an amino acid sequence native to a non- 
human source.... As Mamula et al. teaches that co-immunization (with self snRNPs) is 
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purportedly required to elicit T cells that recognize this non-tumor self antigen, the subject matter 
of the now pending claims is neither taught nor suggested. 

Further, even assuming that Carson et al. and Mamula et al. (1994) were a 
permissible combination in accordance with Section 103, the combination still fails to teach or 
suggest the presently claimed invention. 

In the Office Action, claims 1, 7-9, 11 and 12 were rejected under 35 U.S.C. 
§ 103(a) as unpatentable over Carson et al. (U.S. Patent No. 5,679,647) in view of Laus et al. 
(U.S. Patent No. 6,080,409). This rejection is respectfully traversed. 

In numbered paragraph 8 at page 5 of the Office Action, Carson et al. and Laus et 
al. are characterized. The Office Action then concludes in that paragraph that it would have been 
prima facie obvious "to substitute the polynucleotide encoding prostatic acid phosphate for the 
polynucleotide encoding prostate-specific transmembrane protein in the method taught by Carson 
et al.". Even assuming that this substitution was obvious (Applicants do not concede this), the 
combination still does not yield Applicants' claimed invention. As described above, the pending 
claims are directed to immunization with proteins (or peptides) and not polynucleotides. As also 
described above, Carson et al. does not teach or suggest the direct administration of proteins (or 
peptides). 

Accordingly, Applicants respectfully submit that the Patent Office has failed to 
establish a prima facie case for obviousness of the pending claims. 

Therefore it is believed that this rejection of claims 1, 7-9 and 11-2 under 
35 U.S.C. § 103(a) has been overcome. Withdrawal of this rejection is respectfully requested. 

Applicants submit herewith a Supplemental Information Disclosure Statement and 
a copy of a Mamula et al. (1994) reference disclosed in the cited Carson et al. U.S. Patent. 
Applicants respectfully submit that the pending claims distinguish patentably over the Mamula et 
al. reference. 
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Therefore, in light of the amendments and remarks set forth above, Applicants 
believe all the Examiner's rejections have been overcome. Reconsideration of the application 
and allowance of all pending claims (1, 7-9 and 1 1-12) are respectfully requested. If there is any 
further matter requiring attention prior to allowance of the subject application, the Examiner is 
respectfully requested to contact the undersigned attorney (at 206-622-4900) to resolve the 
matter. 

Attached hereto is a marked-up version of the changes made to the claims by the 
current amendment. The attached page is captioned "Version With Markings to Show 
Changes Made." 
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PATENT TRADEMARK OFFICE 



Respectfully submitted, 

Seed Intellectual Property Law Group pllc 



Richard G. Sharkey, Ph.D 
Registration No. 32,629 




Enclosures: 

Supplemental Information Disclosure Statement 
PTO-1449 (1 sheet) 

Mamula et al., J. Immun. 152:1453-1461 (1994) 
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SION WITH MARKINGS TO SHOW CHANGES MADE 




Claim 1 has been amended to read as follows: 



1. 



(Thrice Amended) A method of eliciting or enhancing an immune a T 



ceU_response to a human self tumor antigen, comprising immunizing a human being with a 
composition comprising a protein or portion thereof with an amino acid sequence native to a 
non-human source, wherein the non-human protein or portion thereof has at least 80% amino 
acid sequence homology to the human self tumor antigen but is not identical in amino acid 
sequence to the human antigen. 
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